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What IP to protect, what IP to acquire and What IP to protect, what IP to acquire and 
what IP to license/sellwhat IP to license/sell
Strategies for protecting, acquiring and Strategies for protecting, acquiring and 
licensing IP to achieve a business plan  licensing IP to achieve a business plan  
Strategies for maintaining and enforcing Strategies for maintaining and enforcing 
IP in accordance with business goalsIP in accordance with business goals
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Patents are about BusinessPatents are about Business
Not about engineering Not about engineering 
Not about technologyNot about technology
Not about lawNot about law

Patents are about ValuePatents are about Value
Patents are about ExclusionPatents are about Exclusion

Not about protectionNot about protection
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What IP to Protect, Acquire, License or SellWhat IP to Protect, Acquire, License or Sell
A Paradigm ShiftA Paradigm Shift
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An ExampleAn Example
Idea Idea –– Software Defined Software Defined 
Radio (SDR)Radio (SDR)

TransceiverTransceiver
MemoryMemory
ControllerController

Invent new transceiverInvent new transceiver
New softwareNew software
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Start with a planStart with a plan
Strategic visionStrategic vision

Long term visionLong term vision
Where you want to be at a point in the futureWhere you want to be at a point in the future
Who are the stake holdersWho are the stake holders
Likely competitorsLikely competitors

Business planBusiness plan
How will you get there How will you get there –– benchmarks to be achievedbenchmarks to be achieved
Tools you will needTools you will need

Patents are tools to be used to achieve business goalsPatents are tools to be used to achieve business goals
Patents are about controlling the actions of othersPatents are about controlling the actions of others

Patents should be strategically managed and usedPatents should be strategically managed and used
Patents should be for inventions that meet business needs and thPatents should be for inventions that meet business needs and the strategic e strategic 
visionvision
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What IP to Protect, Acquire, License or SellWhat IP to Protect, Acquire, License or Sell
Patents Are About BusinessPatents Are About Business
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Patents are an assetPatents are an asset
The broader the patent, the more valuable it may beThe broader the patent, the more valuable it may be
Can protect core business areas, areas of expected development oCan protect core business areas, areas of expected development or r 
penetration, areas of expected development of competitors, etc. penetration, areas of expected development of competitors, etc. 
Patents can have monetary valuePatents can have monetary value

Patents provide a legal monopolyPatents provide a legal monopoly
Exclude others from making, using, offering to sell, selling, orExclude others from making, using, offering to sell, selling, or importing importing 
patented inventionpatented invention
Fixed duration of enforceabilityFixed duration of enforceability

Patents are an asset to be used to achieve business goals and fuPatents are an asset to be used to achieve business goals and fulfill lfill 
the strategic visionthe strategic vision
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What IP to Protect, Acquire, License or SellWhat IP to Protect, Acquire, License or Sell
Patents Are About ValuePatents Are About Value
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Patents provide a legal monopolyPatents provide a legal monopoly
Exclude others from making, using, offering to sell, Exclude others from making, using, offering to sell, 
selling, or importing patented inventionselling, or importing patented invention

ClaimClaim
Fixed duration of enforceabilityFixed duration of enforceability

Patent protection, acquisition, licensing/selling Patent protection, acquisition, licensing/selling 
should be externally directedshould be externally directed

Control actions of competitorsControl actions of competitors
Sword/Shield Sword/Shield 
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What IP to Protect, Acquire, License or SellWhat IP to Protect, Acquire, License or Sell
Patents Are About ExclusionPatents Are About Exclusion
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The PatentThe Patent
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What IP to Protect, Acquire, License or SellWhat IP to Protect, Acquire, License or Sell

No “one size fits all” No “one size fits all” –– CustomizeCustomize
Patent innovation aligned with strategic vision and/or business Patent innovation aligned with strategic vision and/or business 
planplan

Common to StartCommon to Start--ups, Midsize, or Large Entitiesups, Midsize, or Large Entities
Core technologiesCore technologies

MachinesMachines
ProductsProducts
ProcessesProcesses
Compositions of matterCompositions of matter

Anticipated IP spaceAnticipated IP space
Foreign Foreign IPRsIPRs
Build a mote around core technologies Build a mote around core technologies –– patent thicketpatent thicket

Existing/future IP space of competitorsExisting/future IP space of competitors
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Strategies for protecting, acquiring and Strategies for protecting, acquiring and 
licensing IP to achieve a business planlicensing IP to achieve a business plan

LandscapeLandscape
IP landscape where you operate and/or are likely to operateIP landscape where you operate and/or are likely to operate

IP spaceIP space
Relevant marketsRelevant markets
Trends in evolution and innovation in the relevant marketsTrends in evolution and innovation in the relevant markets
Key players in the relevant market segment including Key players in the relevant market segment including 
dominant/leading playersdominant/leading players
Legal Legal framework(sframework(s) surrounding the relevant markets) surrounding the relevant markets

IP landscape where competitors operateIP landscape where competitors operate
ShieldShield
CrossCross--licensinglicensing
LicensingLicensing
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Strategies for protecting, acquiring and Strategies for protecting, acquiring and 
licensing IP to achieve a business planlicensing IP to achieve a business plan

Protecting IPProtecting IP
Employee AgreementsEmployee Agreements
Trade secret protection policiesTrade secret protection policies
Invention disclosure policiesInvention disclosure policies
IP awareness and management processesIP awareness and management processes

AcquiringAcquiring
Patent protectionPatent protection

Provisional applicationsProvisional applications
NonNon--provisional applicationsprovisional applications
Foreign patent applicationsForeign patent applications

LicensingLicensing
PurchasingPurchasing
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Maintaining IP Maintaining IP 
Trade secretsTrade secrets

Security/controlSecurity/control
Access on needAccess on need--toto--know basisknow basis
NonNon--disclosure agreementsdisclosure agreements

PatentsPatents
Employee policies and agreementEmployee policies and agreement
Decide what you want to keep exclusively, license, sellDecide what you want to keep exclusively, license, sell
NonNon--disclosure agreementsdisclosure agreements
ResourcesResources
Inventorying Inventorying 
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Strategies for maintaining and enforcing Strategies for maintaining and enforcing 
IP in accordance with business goalsIP in accordance with business goals



1313

Enforcing IP rightsEnforcing IP rights
Trade secretsTrade secrets

Court actionsCourt actions

PatentsPatents
Appreciate IP spaceAppreciate IP space
Know you patent portfolioKnow you patent portfolio
Love lettersLove letters
LitigationLitigation
Risks associated with nonRisks associated with non--enforcement/enforcementenforcement/enforcement
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Strategies for maintaining and enforcing Strategies for maintaining and enforcing 
IP in accordance with business goalsIP in accordance with business goals
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Patents and Business Strategies: 
A Patent Attorney’s Perspective

QUESTIONS?QUESTIONS?
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IP Litigation/Patents DepartmentIP Litigation/Patents Department
Patents | Trademarks | Trade Secrets | Trade DressPatents | Trademarks | Trade Secrets | Trade Dress

False Advertising | Unfair Competition | Domain Name Disputes | False Advertising | Unfair Competition | Domain Name Disputes | 
Copyrights  | Trade SecretsCopyrights  | Trade Secrets
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